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The patent owner hereby requests review of the Final Rejection of the above-captioned 
application prior to filing an appeal brief for the reasons set forth below. The patent owner 
submits that the Final Rejection is based upon clear errors in fact and fails to establish a prima 
facie rejection. 
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REASONS FOR P RE-APPEAL CONFERENCE REQUEST 



Pending claims 42-49 stand finally rejected under 35 U.S.C. § 102(e) as being anticipated 
by Phillips (U.S. 6,657,595). In addition, claims 42, 46 and 49 are objected to under 35 U.S.C. 
§ 132(a) as introducing new matter into the disclosure. For at least the reasons set forth below, 
both of these rejections are clearly in error and must be withdrawn. 

Claim Rejections - 35 U.S.C § 102(e) 

Each of the pending independent claims (42, 46 and 49) recite "an antenna that is user- 
adjustable between first and second configurations that differ in terms of the length to which the 
antenna is extended." This element is clearly absent from the Phillips reference. Moreover, the 
conclusions of the final office action with respect to this claim element are based on a gross 
misinterpretation of the Phillips reference and must be withdrawn. 

To help understand the meaning of this claim limitation, examples are provided in the 
specification. For instance, the specification explains that "a whip antenna can have two modes 
of operation of the antenna - extended position and retracted position." 1 In this example, the 
whip antenna is user-adjustable between the extended position and the retracted position (i.e., 
first and second configurations), which differ in terms of the length to which the antenna is 
extended. The specification further explains that example antenna configurations may include 
"fully drawn, half drawn, one quarter drawn, or having the antenna in an un-drawn state. 2 " 

The Phillips reference clearly does not describe a user-adjustable antenna. Specifically, 
the office action cites to Phillips at column 3, lines 52-64 and Fig. 1, item 30, in an attempt to 
show correspondence to a communication device having "an antenna that is user-adjustable 

1 See, Detailed Description of the Drawings, page 4, paragraph 0015. 

2 See, Detailed Description of the Drawings, pages 4-5, paragraph 0017. 
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between first and second configurations that differ in terms of length to which the antenna is 

extended." This conclusion is unquestionably a misinterpretation of the Phillips reference, which 

reads as follows (with emphasis added): 

FIG. 1 is a simplified block diagram of the adaptive antenna system, in 
accordance with the present invention. In a first embodiment, the antenna system 
is configured for a communication device 10 having a transceiver 26 disposed 
within a housing 34. , . An antenna element 30 is electrically coupled to the 
transceiver 26 of the device 10. In a typical application, the antenna element 30 
extends outwardly from the housing 34 and is electrically coupled to the 
transceiver circuitry 26 of the device. However, the antenna can also be 
completely contained within the housing... (Phillips, col. 3, lines 50-63) 

In a telephone interview between Examiner Gesesse and the undersigned on September 18, the 

Examiner indicated that he interprets the above recitation in Phillips to mean that the antenna in 

Phillips is movable between and extended position and an un-extended position. This conclusion 

is clearly wrong. Rather, the above passage in Phillips plainly means that the antenna element 30 

will typically point outwardly from the housing in a fixed position, but that in other embodiments 

the antenna may be located inside of the housing. Accordingly, the Examiner's rejection is 

based on clear error in the interpretation of the Phillips reference and must be withdrawn. 

Further, in the September 18 telephone interview, the Examiner suggested that the 
limitation "an antenna that is user-adjustable between first and second configurations that differ 
in terms of length to which the antenna is extended" should be given no weight because it is 
included in the preamble of the independent claims. This conclusion is also in error because the 
limitation defines the structure of the claim elements "first and second configuration," which are 
recited in the body of the claims. See, MPEP 2111.02 (Any terminology in the preamble that 
limits the structure of the claimed invention must be treated as a claim limitation.) 
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Because the Examiner has apparently disregarded the meaning of the claim elements 
"first and second configurations" as provided by the above recitations in the preamble, the office 
action also fails to show correspondence in the cited Phillips reference to any of the elements in 
the body of the independent claims relating to the first or second antenna configuration. For 
instance, claim 42 recites the step of "determining a first power level for the wireless 
communication device based on the first antenna configuration." As explained by the preamble, 
the "first antenna configuration" is one user- adjustable configuration that differs from the second 
antenna configuration in terms of the length to which the antenna is extended. However, nothing 
like this is disclosed by Phillips. Rather, Phillips describes a device that modifies the tuning of 
the antenna based on the position of the device with respect to the environment. For example, as 
shown on the left-hand side of Fig. 7 in Phillips, the operating conditions of the antenna are 
changed when the device is in "talk position at ear," "shirt pocket facing in," "shirt pocket facing 
out," etc. Phillips does not, however, suggest adapting the power level of the antenna based on 
whether the antenna is in a first or second configuration that differ in terms of the length to 
which the antenna is extended (e.g., whether the antenna is extended or retracted.) The 
rejections under 35 U.S.C. § 102(e) are therefore based on clear errors of fact and must be 
withdrawn. 

Claim Objections - 35 U.S.C. § 132(a) 
The final office action is also clearly incorrect in its conclusion that new matter is added 
by the recitation of an antenna that is user-adjustable between first and second configurations 
that differ in terms of the length to which the antenna is extended . As explained above, the 
specification describes examples of user-adjustable antennas that have a first antenna 
configuration which differs from a second antenna configuration in terms of length to which the 
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antenna is extended. For instance, the specification describes a whip antenna that has an 
extended position and a retracted position (i.e., two configurations that differ in terms of length 
to which the antenna is extended.) 3 Further, the specification describes an "Antenna Position" 
mode in which the power is adjusted based on different antenna configurations which differ in 
terms of length to which the antenna is extended, such as "fully drawn, half drawn, one quarter 
drawn, or having the antenna in an un-drawn state." 4 The claims are thus clearly supported by 
the written description, and the objection under 35 U.S.C. 132(a) should be withdrawn. 



Respectfully submitted, 



Joseph M. Sauer (Reg. No. 47,919) 
Jones Day 
NorthPoint, 901 Lakeside Avenue 
Cleveland, Ohio 44114 
(216) 586-7506 



JONES DA" 




See, Detailed Description of the Drawings, page 4, paragraph 0015. 
See, Detailed Description of the Drawings, pages 4-5, paragraph 0017. 
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